THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDWARD L. CLARK

Appeal No. 97-3003
Application 08/390, 403!

ON BRI EF

Bef ore MEI STER, STAAB and McQUADE, Adm nistrative Patent
Judges.

McQUADE, Administrative Patent Judge.

DECI S| ON ON APPEAL

Edward L. O ark appeals fromthe final rejection of
claims 2, 4 and 10 through 12, all of the clains pending in

the application. W reverse and enter a new ground of

! Application for patent filed February 16, 1995.
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rejection.

The invention relates to “golf clubs, and nore
particularly to putters with adjustable putter heads”
(specification, page 1). A copy of the appeal ed clains
appears in the appendix to the appellant’s nmain brief (Paper
No. 11).

The itens relied upon by the exam ner as evidence of

obvi ousness ar e:

Gui er 3,191, 936 Jun. 29, 1965
G ant 4,736,951 Apr. 12, 1988
Cannan 4,856, 782 Aug. 15, 1989

Clains 2, 4, 11 an 12 stand rejected under 35 U S.C. 8§
103 as bei ng unpatentable over Grant in view of Cannan, and
claim 10 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Grant in view of Cannan and CQui er

Ref erence is nade to the appellant’s main and reply
briefs (Paper Nos. 11 and 13) and to the exam ner’s answer
(Paper No. 12) for the respective positions of the appellant
and the examner with regard to the nerits of these
rej ections.

Grant, the examiner’s primary reference, discloses a golf
club conprising a club head 12, a shaft 14 and a pivotal
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connection neans 18 coupling the club head and shaft in a
manner which all ows the angle between the two to be adj ust ed.
The exam ner concedes (see page 3 in the answer) that this
golf club does not neet the limtations in independent claim
11 relating to the socket-type or over-hosel type engagenent
bet ween the club head and the distal end of the second
el ongat ed engagenent el enent.? Nonethel ess, the exam ner
submits that
Cannan teaches a golf club including first and
second el ongat ed engagenent el enents (23, 21) which
engage the shaft and club head, respectively. Note
colum 1, lines 58 and 59 and columm 2, lines 2-4 of
Cannan which state that the putter head is adapted
to engage the distal end of the second el enent.
Thus, it would have been obvi ous to one of ordinary
skill in the art at the tinme of the invention to
provide the club head of G ant with the connection
taught by Cannan in order to provide a nore secure
connection between the two nenbers [answer, page 3].
Cannan, however, actually discloses a golf club having a
“rel ease-jointed shaft for preferential rel ease upon inpact

with the ground” (colum 1, lines 7 through 9). This

arrangenent is intended to alleviate the sonetines painful

2 These particular claimlimtations will be discussed
further bel ow.
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result of such an inpact (see colum 1, |lines 11 through 29).
As described by Cannan,
[t]he release joint includes a lower link fixed to
the | ower section of the shaft and an upper link
fixed to the upper section of the shaft. The links
are pivotally connected for relative rotation in
response to inpact on the shaft to permt the | ower
section to rotate relative to the upper section to
relieve the stress of inpact. The pivot is on a
t hreaded hinge pin which is adjustable to vary the
friction wthin the release joint and thereby the

responsi veness of the joint to inpact on the shaft
[colum 1, |lines 34 through 43].

There is nothing in Cannan’s disclosure of this
articul ated shaft constructi on which woul d have suggested
nodi fying the Gant golf club by providing it with the socket -
type or over-hosel type club head engagenent features required
by i ndependent claim11l. Furthernore, the faulty conbination
of Grant and Cannan proposed by the exam ner finds no cure in
Quier’s disclosure of a putter having an adjustable sole or
lie angle. Accordingly, we shall not sustain either of the 35
U S.C 8 103 rejections on appeal .

The followng rejection is entered pursuant to 37 CFR

§ 1.196(b).
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Clains 2, 4 and 10 through 12 are rejected under 35
U S C 8 112, second paragraph, as failing to particularly
point out and distinctly claimthe subject nmatter the
appel l ant regards as the invention.

The second paragraph of 35 U S.C. §8 112 requires cl ains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.d. 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard has been net, the
definiteness of the | anguage enployed in the clains nust be
anal yzed, not in a vacuum but always in light of the
teachings of the prior art and of the particular application
di sclosure as it would be interpreted by one possessing the
ordinary level of skill in the pertinent art. |1d.

| ndependent claim 11 recites the conbination of (1) a

golfing aid conprising, inter alia, a second el ongated

engagenent el enent having a distal end, (2) an el ongated cl ub
shaft and (3) a putter club head. The putter club head is
defined as being “adapted for a socket-type or an over-hosel
type engagenent with the distal end of the second el ongated
engagenent el enent” wherein “the distal end of said second
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el ongat ed engagenent el enent is adapted to engage fixedly the
putter club head by insertion into the socket-type putter head
or slidably accepting the over-hosel type putter head.” The
appel l ant’ s di scl osure, however, indicates that the socket-
type and over-hosel type engagenents are distinct and nutual ly
excl usi ve expedients for connecting a putter head and shaft
(see, for exanple, page 4 in the specification). Caim1ll is
uncl ear as to which of these two engagenents the putter club
head which is set forth as part of the clained conbination is
adapted for.®* Thus, the scope of claim1l, and of clainms 2,
4, 10 and 12 which depend therefrom is indefinite. The scope
of dependent clainms 2, 4, 10 and 12 is further indefinite in
that their preanbles (“A golfing aid . . .") are inconsistent
with the preanble of parent claim 1l ("In conbination
).

In the event of further prosecution of this application,

t he exam ner would be well advised to evaluate the

3 Contrary to argunents presented throughout the
appellant’s briefs, the appealed clainms do not require the
distal end of the second el ongat ed engagenent elenent to be
engagable with both a socket-type putter head and a over-hosel
type putter head.
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patentability of the clained subject matter in light of Cuier
as a primary reference. As indicated above, Cuier discloses a
putter having an adjustable sole or lie angle. The putter

i ncludes a shaft 10 and club head 13 joined by a neck 12 of
ductile material. As shown in Figure 1, the neck reasonably
can be described as conprising first and second el ongat ed
engagenent el enents which are secured together at their
proxi mal ends. The distal end of upper or first engagenent
element is attached to the shaft (see colum 4, lines 39 and
40) and the distal end 30 of the |lower or second engagenent

el emrent is anchored within a hole 31 in the club head (a
socket -type engagenent). The neck is both ductile enough to
be bent or pivoted about its nedial portion (where the

proxi mal ends of the two engagenent el enents neet) to adjust
the lie angle and strong enough to maintain the selected angle

under the force of a putting stroke (see colum 4, |line 21 et

seq.).

This putter construction woul d appear to be highly
relevant to the subject matter presently recited in clainms 2,
4, 10 and 11. 1In this regard, we would note that, contrary to
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the position set forth in the appellant’s briefs, these clains
make no nention of “conventional” (whatever this neans)
socket-type or over-hosel type club heads and do not require
the distal end of the second el ongated engagenent el enent to
be engagabl e, rel easably or otherwise, with both types of

head, and that claim 10 does not actually recite the plurality
of unitary structures nentioned therein as part of the clainmed
“conbi nation.”

I n summary:

a) the decision of the examiner to reject clainms 2, 4 and
10 through 12 under 35 U.S.C. 8 103 is reversed; and

b) a new 35 U S.C. § 112, second paragraph, rejection of
claims 2, 4 and 10 through 12 is entered pursuant to 37 CFR

8 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial

revi ew.”
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37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under § 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED, 37 CFR 1.196(b)

JAVES M MElI STER
Adm ni strative Patent Judge

LAVRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

N N N N N N N N N



Appeal No. 97-3003
Appl i cation 08/ 390, 403

JOHN P. McQUADE
Adm ni strative Patent Judge )
Ri chard E. Jenkins
3100 Tower Boul evard
University Tower - Suite 1600
Durham NC 27707

JPM ki
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